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105 (Thomas G Howel |, Managi ng Attorney).
Bef ore Simms, Chapman and Bucher, Adm nistrative Trademark
Judges.
Qpi ni on by Chapman, Adm nistrative Tradenmark Judge:
Christian Des Garets (an individual, citizen of
France) filed an application on July 5, 2001, to register
on the Principal Register the mark ESCENTI AL DE PERRON
RI GOT for goods amended to read “essential oils for
personal use, depilatory waxes and preparations, |otions or
substances for use in the depilatory process” in

International Cass 3. The application is based on

applicant’s assertion of a bona fide intention to use the
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mark in comrerce. The application includes the foll ow ng
statenents, all accepted by the Exam ning Attorney and
entered into the record : (1) “Applicant is the owner of
1,490, 735 for PERRON RIGOT”;! (2) “The English translation
of ESCENTI AL DE PERRON RI GOT is Essentials of Perron
Rigot”; and (3) “PERRON RI GOT does not identify the nanme of
a living individual.”

Regi stration has been refused under Section 2(d) of
the Trademark Act, 15 U.S.C. 81052(d), on the ground that
applicant’s mark, when applied to its identified goods, so
resenbl es the regi stered mark ESCENTI ALS for the foll ow ng
goods:

“cosnetics, nanely mascara, eyeshadow,
eyel i ner, eyebrow pencil, foundation,
conceal er, lipstick, blush, face
powder, and lip |iner; fragrances,
nanely, nmen’s and wonen’ s col ogne and
perfune; beauty preparations, nanely,
skin noi sturizing cream skin toner,
skin cl eansi ng cream and makeup
renover; nail care preparations,
nanmely, nail polish, top coat, polish
renover, base coat and hardener; nen’s
and wonen’ s shanpoo; and hair care
preparations, nanely, conditioner, hair
spray, styling nousse, and styling gel”
in International O ass 3,?2

! Registration No. 1,490,735 issued June 7, 1988, for the mark
PERRON RIGOT (in stylized lettering) for “perfuned water,
perfumed oil, mlk lotion, skin lotion, toilet cream hair dye,
mani cure enanel, depilatory, toilet soap, hair shanpoo,
dentifrices” in International Class 3; Section 8 accepted.

2 Regi stration No. 1,687,493, issued May 19, 1992; Section 8
affidavit accepted, Section 15 affidavit acknow edged; renewed.
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as to be likely to cause confusion, m stake or deception.

When the refusal was nade final, applicant appeal ed.
Briefs have been filed, but applicant did not request an
oral hearing.

W reverse the refusal to register. In reaching this
concl usi on, we have followed the guidance of the Court in
Inre E. |. du Pont de Nenours & Co., 476 F.2d 1357, 177
USPQ 563 (CCPA 1973). See also, Inre Majestic Distilling
Conpany, Inc., 315 F.3d 1311, 65 USPQ2d 1201 (Fed. Cr
2003). In any likelihood of confusion analysis, two key
considerations are the simlarities between the nmarks and
the simlarities between the goods and/or services. See
Feder at ed Foods, Inc. v. Fort Howard Paper Co., 544 F.2d
1098, 192 USPQ 24 (CCPA 1976). See also, Inre Dixie
Restaurants Inc., 105 F.3d 1405, 41 USPQ@2d 1531 (Fed. Cir.
1997) .

The Exam ning Attorney contends that applicant has
adopted the singular formof the registered mark and added
applicant’s own previously registered mark thereto; that
the addition of applicant’s house mark does not obviate a
| i kel i hood of confusion; that the term “ESCENTI AL[ S]”
suggests for both applicant’s and registrant’s goods that
the goods are “necessary” or “essential” itens, and that

they are scented, making the comercial inpression of both
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applicant’s and registrant’s marks simlar; that the

dom nant portion of applicant’s mark is the term

“ESCENTI AL,” which is nearly identical to the cited

regi stered mark ESCENTIALS; that the respective goods are
closely related and are offered through the sane channel s
of trade; and that doubt is resolved in the cited
registrant’s favor.

The Exam ning Attorney submtted (i) printouts of
several third-party registrations to show that the goods of
both applicant and the cited registrant frequently emanate
froma comon source under a single mark; and (ii) a copy
of the search report fromhis search of the USPTO records
showi ng that there are only four “hits” for the word
“ESCENTIAL[S],” to show that the termis not weak in the
rel evant fields.

Appl i cant argues that the registered word ESCENTI ALS
“is the phonetic, verbal and connotative equival ent of the
word ESSENTI ALS” (brief, p. 2); that “essentials” is a term
of art in the beauty and personal care fields; that
“escentials” is nerely a msspelling of the highly
suggestive or descriptive word “essentials” in the personal
care industry, and the nunerous third-party registrations
whi ch include the term “ESSENTI ALS” in the cosnetic, skin

care and hair care fields, establish that the registered



Ser. No. 76281704

mark is entitled to only a limted scope of protection
because consuners are confronted with numerous such marks
and wi Il distinguish between them that the msspelling of
a highly suggestive or descriptive word does not change the
significance of the word; that, in addition, applicant’s
mark contains the arbitrary, distinct and dom nant el enent
“PERRON RI GOT” (a registered mark owned by applicant);
that, when considered in their entities and not dissected
into separate parts, applicant’s mark and the registered
mark are appreciably different in sound, appearance,
connotation and create substantially different conmerci al

i npressions; and that applicant’s goods are inherently
different fromand are conmmercially unrelated to the goods
described in the cited registration.

Turning first to the involved goods, it is well
settled that goods (or services) need not be identical or
even conpetitive to support a finding of |ikelihood of
confusion; it being sufficient that the goods (or services)
are related in some manner or that the circunstances
surrounding their marketing are such that they would likely
be encountered by the same persons under circunstances that
could give rise to the m staken belief that they emanate
fromor are associated wth the same source. See Inre

Peebles Inc., 23 USPQ2d 1795 (TTAB 1992); and In re
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I nternational Tel ephone and Tel egraph Corporation, 197 USPQ
910 (TTAB 1978).

It has been repeatedly held that, when evaluating the
i ssue of |ikelihood of confusion in Board proceedi ngs
regarding the registrability of marks, the Board is
constrained to conpare the goods (or services) as
identified in the application with the goods (or services)
as identified in the registration. See Octocom Systens
Inc. v. Houston Conputer Services Inc., 918 F.2d 937, 16
UsP2d 1783 (Fed. G r. 1990); and Canadi an | nperial Bank of
Commerce, N. A v. Wells Fargo Bank, 811 F.2d 1490, 1
usP@d 1813 (Fed. Cir. 1987).

In this case, the cited mark is registered for a w de
vari ety of cosnetics, fragrances, beauty preparations, nai
care preparations and hair care preparations, while
applicant intends to offer “essential oils for personal
use, depilatory waxes and preparations, |otions or
substances for use in the depilatory process.” The
Exam ning Attorney submtted printouts of nunerous third-
party registrations, based on use in commerce, listing
t hese types of goods in connection with the sanme nmarks.
See e.g., Registration No. 2,569,522 for, inter alia,
“essential oils for personal use” and “soaps, perfunes, ...

noi sturizing lipsticks and hair lotion”; and Registration
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No. 2,529,699 for, inter alia, “essential oils for personal

use” and “nail polish, eyebrow pencil, ...blush, lipstick,...
mascara, eyeliner, ...perfune, cologne,...”

When considering the third-party registrations
submtted by the Exam ning Attorney, we are aware that such
regi strations are not evidence that the marks shown therein
are in use or that the public is famliar with them Such
third-party registrations neverthel ess have sone probative
value to the extent they may serve to suggest that such
goods (or services) are of a type which emanate fromthe
same source. See In re Al bert Trostel & Sons Co., 29
USPQ2d 1783, 1785 (TTAB 1993); and In re Miucky Duck Mistard
Co., Inc., 6 USPQd 1467, footnote 6 (TTAB 1988).

In view of the foregoing evidence, we find that
applicant’s essential oils and depil atory products and
registrant’s various personal care and beauty products are
related within the meaning of the Trademark Act.

Wth regard to the channels of trade, in the absence
of any specific [imtations thereon in the respective
identifications of goods, the Board nust assune that the
goods travel in all the normal channels of trade to all the
usual cl asses of custoners for such goods. See QOctocom
Systens Inc. v. Houston Conputers Services Inc., supra; and

CBS Inc. v. Mrrow, 708 F.2d 1579, 218 USPQ 198 (Fed. Cir
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1983). As there are no |imtations on the channels of
trade in either identification of goods, we, accordingly,
find that the goods travel in the same or overl apping
channel s of trade.

Turning to a consideration of the marks, it is well
settled that marks nust be considered and conpared in their
entireties, not dissected or split into conmponent parts so
that parts are conpared with other parts. This is because
it is the entire mark which is perceived by the purchasing
public, and therefore, it is the entire mark that nust be
conpared to any other mark. It is the inpression created
by each of the involved marks, each considered as a whol e,
that is inportant. See Kangol Ltd. v. KangaROOS U.S. A
Inc., 974 F.2d 161, 23 USPQ2d 1945 (Fed. Cir. 1992); and
Franklin Mnt Corp. v. Master Manufacturing Co., 667 F.2d
1005, 212 USPQ 233 (CCPA 1981). See also, 3 J. Thonas

McCart hy, MCarthy on Trademarks and Unfair Conpetition,

§23:41 (4th ed. 2001).

Mar ks are conpared in terns of their appearance,
sound, and connotation. In ternms of appearance, sound and
connotation, applicant’s four-word mark and the cited
registrant’s one-word nmark are quite dissimlar. Wile the
first part of applicant’s mark is simlar to the registered

mar k, that portion sounds identical to the word
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“essentials,” which is a part of the generic termfor one
of applicant’s identified goods (“essential oils for
personal use”), and this m sspelling would not, of course,
be recogni zed when applicant’s mark is pronounced. Rather,
to consuners, applicant’s mark woul d sound |i ke “essenti al
(oils) of Perron Rigot.”

In ternms of connotation, both marks contain the word
“ESCENTI ALS” whi ch, as argued by the Exam ning Attorney,
coul d connote both the idea of “necessary” and “scented.”
(I'n addition, as explained above, in applicant’s nmark the
word “escential” could al so connote “essential oils.”) In
any event, applicant’s mark, when considered as a whol e,

i ncl udes the additional source-indicating words “DE PERRON
RIGOT,” translated as “of Perron Rigot.” Consuners woul d
perceive that the words “ESCENTI AL DE PERRON RI GOT”
specifically relate to PERRON RI GOT; and they nay be
famliar with applicant’s mark PERRON RI GOT

On this ex parte record, we find that applicant’s
mark, considered in its entirety, creates a different
comercial inpression fromthat of the cited registered
mark. See In re Hearst Corp., 982 F.2d 493, 25 USPQ2d 1238
(Fed. Cir. 1992)(VARGA A RL and VARGAS, both for cal endars,
hel d not confusingly simlar); Food Specialty Co., Inc. v.

Kal Kan Foods, Inc., 487 F.2d 1389, 180 USPQ 136 (CCPA
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1973) (KITTY for cat food and KAL KAN KI TTY STEW and desi gn
for canned cat food held not confusingly simlar); Lever
Bros. Co. v. Barcolene Co., 463 F.2d 1107, 174 USPQ 392
(CCPA 1972) (ALL for househol d cl eansing products and ALL
CLEAR! in stylized lettering for a househol d cl eaner held
not confusingly simlar, by majority opinion); Colgate-
Pal nolive Co. v. Carter-Wallace, Inc., 432 F.2d 1400, 167
USPQ 529 ( CCPA 1970) (PEAK for dentifrice and PEAK PERI OD
for personal deodorants held not confusingly simlar, by
majority opinion); and Electronic Realty Associates, Inc.
v. Kayser-Roth Corp., 216 USPQ 61 (TTAB 1982) (ERA for a
variety of clothing itenms and GOLDEN ERA for sportshirts
hel d not confusingly simlar).

Mor eover, the Exami ning Attorney accepted applicant’s
translation of its mark (even though the translation did
not state fromwhat | anguage it was translated into
English); and that translation refers to “ESCENTIAL” as
translated to “Essentials.” Applicant has submtted search
results froma private database to show that the term
“essential[s]” is a weak termwith limted protection in
the personal care and related fields. The Exam ning
Attorney’s argunent that there is only one regi stered mark
for the word ESCENTIALS in the relevant field

(acknow edging that there is a registration which includes

10
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the termfor incense and one which includes the termfor
fertilizer) is not sufficient to persuade us that these
mar ks, when considered in their entireties, are simlar in
sound, appearance, connotation and commercial i npression.
See Tektronix, Inc. v. Daktronics, Inc., 534 F.2d 915, 189
USPQ 693 ( CCPA 1976).

Deci sion: The refusal to register under Section 2(d)

of the Trademark Act is reversed.
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